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Attorney's Docket - 128346-41501 
(Formerly 60SD817) 


Serial No.: 10/069,362 


INTERVIEW SUMMARY 


On February 24, 2004, the undersigned attorney met with the Examiner to discuss 
the prior art cited in the Office Action, and to review the Examiner's rejections under 35 
USC § 1 12, second paragraph. The Examiner and the undersigned attorney discussed the 
amendments listed above and possible additional information related to the product 
claims that are cancelled herein. A copy of the Applicant's Request for Interview and a 
copy of the Examiner's Interview Summary form are attached. The undersigned attorney 
thanks the Examiner for taking the time for the telephone interview. 
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REMARKS 

The Examiner rejected claims 3, 8, 9, 23-27 and 29 under 35 U.S.C. 1 12 second 
paragraph, as indefinite. The Examiner has stated that the recitation of colors is 
potentially unclear. In the Interview summarized above, the undersigned attorney 
explained that a recitation of color is understood to one skilled in the art of the present 
invention for many reasons, including documents such as those submitted by the 
applicants in response to the Examiner's first Office Action and based on the atomic 
structure of diamonds. Applicants are cancelling claims 23-27 and 29 herein without 
prejudice, and reserve the right to present the same or similar claims in a continuing 
application. Applicants respectfully request consideration of the rejections of claims 3, 8 
and 9 in view of the information discussed above. 

The Examiner rejected claims 1-31 as unpatentable over Strong et al. (U.S. 
Patent No. 4,124,690) in view of Wentorf Jr. (U.S. Patent No. 3,609,818). Applicants 
have amended claim 1 to clarify that the method changes the color of a brown diamond 
and results in a diamond having a different color. These limitations are found in 
dependent claim 30 (brown) and dependent claims 7 and 8 (color). Similarly, Applicants 
have amended claim 28 to clarify that the method changes the color of a brown diamond. 
This limitation is found in dependent claim 31. (Claim 28 already stated that the method 
results in a diamond having a color.) Neither Strong et al. nor Wentorf, Jr. disclose a 
method of changing the color of a diamond that starts with a brown diamond and results 
in a diamond having a different color. Rather, Strong et al. describes a method of making 
a yellow diamond pale or colorless while Wentorf, Jr. does not describe a color change at 
all. Applicants have withdrawn the product claims without prejudice. Accordingly, the 
Applicants respectfully request reconsideration of this rejection with respect to the claims 
remaining in this Amendment. 

The Examiner rejected claims 1-31 as unpatentable over Cannon. (U.S. Patent 
No.3, 134,739) in view of the statement that repeating the process is obvious. As 
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described in the previous paragraph of these Remarks, Applicants have amended claims 1 
and 28 to clarify that the method changes the color of a brown diamond and results in a 
diamond having a different color. These limitations are found in dependent claims 30 
and 31 (brown) and dependent claims 7 and 8 (color). Cannon does not disclose a 
method of changing the color of a diamond that results in a diamond having a color. 
Further, to the extent that Cannon includes incidental disclosure of a method of changing 
the color of a brown diamond, Applicants note that (1) as stated in the previously- filed 
declaration of inventor Suresh Vagarali, the method disclosed in Cannon is not operable 
on brown diamonds, and (2) Cannon does not disclose a method that results in a diamond 
having a color. Accordingly, Applicants respectfully request reconsideration of this 
rejection with respect to the claims remaining in this Amendment. 

The remaining claims are submitted to be allowable on the basis of the above 
remarks, and Applicants respectfully request prompt allowance 

A copy of applicable assignment documents to Diamond Innovations, Inc., and a 
power of attorney to the undersigned attorney, are enclosed for the Examiner's reference. 
These documents are being formally recorded with the Assignment Division this week. 
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CONCLUSION 

All of the stated grounds of objection and rejection have been properly traversed, 
accommodated or rendered moot. Applicants therefore respectfully request that the 
Examiner reconsider and withdraw all presently outstanding objections and rejections. 
There being no other rejections, Applicants respectfully request that the current 
application be allowed and passed to issue. 

If the Examiner believes for any reason that personal communication will 
expedite prosecution of this application, I invite that the Examiner telephone me directly. 

AUTHORIZATION 

The Commissioner is hereby authorized to charge any additional fees, including 
any fees for net addition of claims, which may be required for this Amendment, or credit 
any overpayment to deposit account No. 50-0436. Applicants believe that no extension of 
time is necessary, however, in the event that an extension of time is required, the 
Commissioner is requested to grant a petition for that extension of time which is required 
to make this response timely and is hereby authorized to charge any fee for such an 
extension of time or credit any overpayment for an extension of time to deposit account 
No. 50-0436. 

Respectfully submitted, 
PEPPER HAMILTON LLP 




James M. Singer 
Registration No. 45, 1 1 1 


Pepper Hamilton LLP 
50th Floor, One Mellon Center 
500 Grant Street 
Pittsburgh, PA 15219-2505 
Phone: 412-454-5000 
Facsimile: 412-281-0717 
Date: February 25, 2004 
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PTOL-413A (08-03) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 


Applicant Initiated Interview Request Form 


_ plication No. : >0 / fl(/?i36>2 First Named Applicant :_j^Th5a^ 

examiner: Art Unit: Hgj Status of Application: fiwc 6A Pe~o >»<*> 

Tentative Participants: 


(3). 


Proposed Date of Interview: Was/o^ Proposed Time: £/:£Q (AlV^^) 
Type of Interview Requested: 

(1)1 ] Telephonic (2)p$ Personal (3) [ ] Video Conference 


Exhibit To Be Shown or Demonstrated: [ ] YES 
If yes, provide brief description: 


UNO 


Issues To Be Discussed 


Issues 

(Rej., Obj., etc) 

(1 ) \jl 2eX 

(2) P3 Ze* 

(3) (6% ISO* 

(4) jcm}jy- 


Claims/ 
Fig. #s 


Prior 
Art 

aj/a 


Discussed Agreed 


[ ] 


[ ] Continuation Sheet Attached 

Brief Description of Arguments to be Presented: 


[ ] 
[ ] 


[ ] 
[ ] 
[ ] 
[ ] 


Not Agreed 

[ ] 

[ ] 

[ ] 

[ 1 


An interview was conducted on the above-identified application on 


NOTE: 

This form should be completed by applicant and submitted to the examiner in advance of the interview (see MPEP 
§ 713.01). 

This application will not be delayed from issue because of applicant's failure to submit a written record of this 
interview. Therefore, applicant is advised to file a statement of the substance of this interview (37 CFR 1.133(b)) 
as soon as possible. 


(Applicant/Applicant's Representative Signature) (Examiner/SPE Signature) 


This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 21 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent 
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Boi 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1-800-PTO-9I99 and select option 2. 


ffl TYPES OF NATURAL DIAMONDS 



Type la 

■type lu 

TyiTiP 11 n 
iyp/c nil 

Tvne ITh 

Impurity(ies) 

Nitrogen 

Nitrogen 1 

No nitrogen or boron 

Boron 

Centers 

A centers 

(nitrogen 

pairs), B 

centers 

(nitrogen 

quads), or A/B 

mixtures. 

N3 centers (less 
stable, rare); 
optionally in 
combination with 
A centers, B 
centers or A/B 
centers 

C centers 
(single 
nitrogen 
atoms) 

N/A 


Color 

Brownish or 
colorless 

Brownish, or pale 
yellow tinge with 
brown 

Brownish or 

La Hal y jrviiuw 

Colorless or pink 
fiiQiiallvl sometimes 
brownish 

Blue 

Other features 

Voidites (vacancies) 




% of natural 
diamonds 

98% 

0.8% 

0.7% 

0.001% 

Used as 
starting point 
in this 

application? 

[Yes 

Yes 

No 

No 

Result 

Neon greenish-yellow due to increased H3 centers 





APPUCATION NUMBER 


UNITED S^fes DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


FILING DATE 


I 


FIRST NAMED APPLICANT 


ATTORNEY DOCKET NO. 


INTERVIEW SUMMARY 


EXAMINER 


ART UNIT 


PAPER NUMBER 


DATE MAILED: 


All participants (applicant, applicant's representative. PTO personnel): 

r M H • \ 

(D {.If- 


(2)_ 


(3). 
<«>_ 


Date of Interview. 

Type: □ Telephonic tB Personal (copy is given to □ applicant applicant's representative). 

Exhibit shown or demonstration conducted: (2 Yes DNo If yes, brief descriptions <s\\>, ^ * W**** pA1)*1 f^A 


) 


Agreement □ was reached. £3 was not reached 


Claim(s) discussed:. 


Identification of prior art discussed:. 


Description of the general nature of what was agreed to if an agreement was reached, or any other comments - ! £S^jka — l?/^w/\U^ ^ O.'^ A^ j, 


( A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render the claims allowable 
must be attached. Also, where no copy of the amendments which would render the claims allowable is available, a summary thereof must be 
attached.) 

1 . □ It is not necessary for applicant to provide a separate record of the substance of the interview. 

Unless the paragraph above has been checked to indicate to the contrary. A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION 
IS NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP Section 713.04). If a response to the last Office 
action has are ready been filed, APPLICANT IS GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE 
SUBSTANCE OF THE INTERVIEW. 

2. □ Since the Examiner's interview summary above (including any attachments) reflects a complete response to each of the objections, 

rejections and requirements that may be present in the last Office action, and since the claims are now allowable, this completed form 
is considered to fulfill the response requirements of the last Office action. Applicant is not relieved from providing a separate record of 
the interview unless box 1 above is also checked. 

Examiner Note: You must sign this form unless it is an attachment to another form. 

FORM PTOL-413 (REV.1-96) 


* U.S. GPO: 1996-410-232/40051 


